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DETAILED ACTION 

1 . This Office Action is responsive to the amendment filed on 1 1/23/2009. 

2. The objections and rejections not addressed below are deemed withdrawn. 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office Action. 

Continued Examination Under 37 CFR 1.114 

4. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1 1/23/2009 has been entered. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 1-6 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Independent claims 1 and 2 recite that the a-olefin 
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oligomer has a number average molecular weight (M n ) that is "equal to or greater than 
300;" this limitation is inherited by dependent claims 3-6. The original disclosure, 
however, teaches that the oligomer component has a maximum M n of 1400 (see 
specification 1J0013, 0020, abstract). The original disclosure does not support the 
limitation that the M n of the oligomer component may be any value greater than 300, as 
currently recited by the independent claims. 

7. Claims 1, 2, 7, and 8 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claims 1 and 2 state "where R is an alkyl 
group having 6-10 carbon atoms with a number average molecular weight of equal to or 
greater than 300..." As currently written, the examiner takes the position that it is 
unclear whether the claimed M n is intended to be a property of the oligomer or the R 
group. Based on the specification (see U0013), the examiner suggests amending the 
claim to recite "wherein the oligomer has" a M n in the claimed range. 

8. Similarly, claims 7 and 8 state that R is an alkyl group having M n in the range of 
300-1400; the examiner suggests amending each claim to recite the damper of its 
parent claim, wherein the a-olefin oligomer has a M n in the claimed range. 

Claim Rejections - 35 USC § 103 

9. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ikemoto et al, US2002/0068797 (of record), in view of Yang et al, US2004/01 06723 (of 
record), and Hong, US2004/0226393 (of record). 
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10. The rejection stands as per the reasons outlined in the previous Office Action, 
incorporated herein by reference. The examiner notes that new claims 7 and 8 recite 
the range for M n that was previously stated in claims 1 and 2. 

Response to Arguments 

11. Applicant's arguments filed 11/23/2009 have been fully considered but they are 
not persuasive. 

12. Applicant states that Ikemoto is directed towards the field of automobile hoses; 
the examiner disagrees with this allegation. It has been held that "a reference may be 
relied upon for all that it would have reasonably suggested to one having ordinary skill in 
the art, including non-preferred embodiments," Merck & Co. v. Biocraft Laboratories, 
874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.). As noted in previous Office Actions, 
Ikemoto explicitly states that the rubber composition of US2002/0068797 may be used 
in rubber vibration insulators 010036). Ikemoto therefore is not restricted to the 
production of hoses. 

13. Regarding M n of the claimed oligomer component: It has been held that in the 
case where the claimed ranges overlap or lie inside ranges disclosed in the prior art, a 
prima facie case of obviousness exists; see In re Wertheim, 541 F.2d 257, 191 USPQ 
90 (CCPA 1976); see In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990) 
(MPEP § 2144.05). As noted in the previous Office Action, Yang discloses the use of 
oligomers of C6 to Cm olefins having a M n of 100-21,000 as a plasticizer for polyolefin- 
based polymers. This range overlaps the claimed M n ranges of greater than or equal to 
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300 (in claims 1, 2) and 300-1400 (in claims 7, 8); it is therefore insufficient to merely 
argue that the range disclosed by Yang encompasses values that lie outside the range 
of 300-1400. Furthermore, the independent claims do not recite an upper limit for the 
M n ; applicant's statement that oligomers having Mn greater than 1400 are useless in the 
claimed invention (see remarks page 8, lines 16-17) therefore are not germane to the 
patentability of the invention of the independent claims. The examiner therefore 
maintains the position that, barring a showing of factual evidence demonstrating 
unexpected results commensurate in scope with the claimed invention, it would have 
been prima facie obvious to one of ordinary skill in the art at the time the invention was 
made to choose the overlapping portions of the claimed range and the range disclosed 
by Yang. 

14. Applicant argues that the improvements disclosed by Yang are not germane to 
the invention of Ikemoto; the examiner disagrees with this allegation. As conceded by 
applicant (see remarks page 8, last sentence), Yang discloses improved processability 
as a result of the addition of the plasticizer. Ikemoto specifically states that additives 
may be added to improve processability (1J0034). The examiner therefore maintains the 
position that it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to add the C6-C14 oligomer-based plasticizer of Yang to the 
composition of Ikemoto, in order to improve its processability. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Lenihan whose telephone number is (571)270- 
5452. The examiner can normally be reached on Monday through Thursday from 7:30- 
5:00 PM, and on alternate Fridays from 7:30-4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ Irina S. Zemel/ /Jeffrey Lenihan/ 

Primary Examiner, Art Unit 1796 Examiner, Art Unit 1796 

/JL/ 



